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The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the final rejection® of clains 1, 2, 4, 5 and 7 to 9, which

YAn anendnent after the final rejection was filed [ paper
no. 14]. Its entry was not approved by the Exam ner [paper no.
15] .
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constitute all the pending clainms in the application.

The invention relates to a nmethod of preparing a high
t enper at ure superconductor. High tenperature superconductor
materials are polycrystalline, and the grain boundaries of
these materials can act as weak |inks causing drastic
reduction in current transport across the grain boundari es,
t her eby degrading electrical transport properties. The
invention is intended to inprove electrical transport
properties by aneliorating the grain boundary weak |inks.
This is achieved by adding ultra-fine grained
super paramagnetic particles to the grain boundaries of the
pol ycrystal | i ne superconductor nmaterial. The invention is
further illustrated by the follow ng claim

1. A method of preparing a high tenperature
superconduci ng material, conprising the steps of:

(a) providing a powdered hi gh tenperature superconductor
having particles of mcron size range;

(b) providing ultra-fine grained superparamagnetic
particles having dianeters of fromabout 10 to 500 Angstrons,
and having a localized magnetic susceptibility behavior
arising fromtheir size being in the range of about 10 to 500
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Angstronms in dianmeter; and

(c) conmbining said ultra-fined grained superparanmagnetic
particles with said powdered hi gh tenperature superconductor
to forma solid mass conprised of crystalline grains of said
super paramagneti c particles and said powdered high tenperature

super conductor, said superparasnagnetic particles constituting
about 0.1 -0.3% by weight of the total, and having grain

boundari es between said grains of said powdered high
t enper at ure superconductor and a di spersion of said
super paramagneti c particles on the grain boundaries, thereby
enhancing intergrain critical current density of said high
t enper at ure superconducting material .
The Exam ner relies on the follow ng reference:

W | eyesekera et al. (Wjeyesekera) 4,999, 338 Mar. 12, 1991

Claims 1, 2, 4, 5 and 7 to 9 stand rejected under 35
US C 8§ 112, second paragraph as well as under 35 U S.C. 8§
102 over Wjeyesekera and under 35 U. S.C. § 103 over
W j eyeseker a.

Rat her than repeat the positions and the argunents of
Appel l ants and the Exam ner, we make reference to the brief
and the answer for their respective positions.

OPI NI ON

We have considered the rejections advanced by the
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Exam ner. We have, |ikew se, reviewed Appellants’ argunents
against the rejections as set forth in the brief.

It is our view, after consideration of the record before
us, that the rejections under 35 U S.C. 8§ 112, under 35 U S. C
§ 102 and under 35 U.S.C. 8 103 are not proper. Accordingly,

We reverse.

We now consi der the various rejections.

Rej ection under 35 U . S.C. §8 112, second paragraph

The Exam ner rejects clains 1, 2, 4, 5 and 7 to 9 under
35 U.S.C. 8 112, second paragraph. The Exam ner asserts
[ Answer, page 3] that these clains are indefinite because the
phrase “of mcron size range” in the independent clains 1 and
7 is undefined. Appellants contend [Brief, page 6] that the
specification at “page 4, fifth line frombottoni recites the
m cron size as about 5 mcrons and that such term nology is
quite common in the “nechanically ground, powdered high

t enper at ure superconductor materials.”
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The Exam ner al so contends [Answer, page 3] that the
phrase “the total” in independent clains 1 and 7, and hence in
t he dependent clains, |acks a proper antecedent basis.
Appel l ants argue [Brief, page 7] that “one of ordinary skil
woul d understand this ... nust be relative to the ‘total
wei ght . ”

We first review the general requirenents within the
meani ng of 35 U . S.C. § 112, second paragraph. The second
par agr aph of 35 US.C 8 112 requires clains to set out and
circunscribe a particular area wth a reasonabl e degree of

precision and particularity. 1n re Johnson, 558 F.2d 1008,

1015, 194 USPQ 187, 193 (CCPA 1977). In making this
determ nation, the definiteness of the |anguage enployed in
the clains nust be analyzed, not in a vacuum but always in
light of the teachings of the prior art and of the particul ar
application disclosure as it would be interpreted by one
possessing the ordinary level of skill in the pertinent art.
1d.

The Exam ner's focus during exam nation of clains for

conpliance with the requirenent for definiteness of 35 U S. C
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§ 112, second paragraph, is whether the clains neet the
threshol d requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the Exam ner m ght desire. |If the scope of the

i nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U . S.C. 8§ 112, second

par agraph, is appropriate.

Thus, the failure to provide explicit antecedent basis
for terns does not always render a claimindefinite. As
stated above, if the scope of a claimwould be reasonably
ascertai nable by those skilled in the art, then the claimis

not indefinite. See Ex parte Porter, 25 USPQ@d 1144, 1146

(Board. Pat. App. & Int. 1992).

Furthernore, appellants nay use functional |anguage,
alternative expressions, negative |limtations, or any style of
expression or format of claimwhich nakes cl ear the boundaries

of the subject matter for which protection is sought. As
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noted by the Court in In re Swinehart, 439 F.2d 210, 212-13,

160 USPQ 226, 229 (CCPA 1971), a claimmay not be rejected
sol ely because of the type of |anguage used to define the
subject matter for which patent protection is sought.

Wth this as background, we eval uate the above specific
positions of the Exam ner and Appellants. W are of the
opi nion that Appellants are correct in that the phrase “m cron
size” taken in the context of the specification and the common
know edge of artisans in the nechanically ground powdered
superconductor materials has a clear neaning as to establish
the scope of the clains. As to the all eged m ssing antecedent
basis, the Exam ner is being highly technical. W are
convinced that the recited phrase “total” clearly connotes
“total weight”. Therefore, we do not sustain the rejection of
claims 1, 2, 4, 5 and 7 to 9 under 35 U.S.C. § 112, second
par agr aph.

Rej ection under 35 U S.C. § 102

The Exam ner has rejected clains 1, 2, 4, 5 and 7 to 9 as
bei ng antici pated by Wjeyesekera.

We note that a prior art reference anticipates the
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subj ect of a claimwhen the reference discloses every feature
of the clainmed invention, either explicitly or inherently (see

Hazani v. Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQd

1358, 1361 (Fed. Cr. 1997) and RCA Corp. v. Applied Digital

Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388

(Fed. Cir. 1984)).

W take the exenplary claiml1l. After considering the
Exam ner’s position [Answer, pages 4 and 7 to 9] and
Appel l ants’ argunents [Brief, pages 7 to 8], we are persuaded
by Appellants that W |eyesekera does not show all the
l[imtations recited in claiml. For exanple, Wjeyesekera
does not anticipate the superconductor particles and the
super par amagnetic particles to be of the clained different
sizes. Furthernore, we have reviewed the declaration by
Coretta (Declaration), attached as Appendix B to the brief.
W share the Exam ner’s concern about Coretta’s assertion
[ Decl aration, page 2] that the “teaching of 5.67% -82 wei ght
percent (converted fromtheir 5-80 volunme percent)” would not
lead himto use the clainmed 0.1-0.3 weight percent to achieve

t he unexpected inprovenent in electrical properties because



Appeal No. 1997-0534
Application 08/ 171, 904

t he Decl arati on does not show this conversion [ Answer, page
8]. Neverthel ess, the Exam ner has not shown, and we have not
found, where and how W | eyesekera antici pates the clai ned

wei ght ratio of 0.1-0.3%by weight. Therefore, we do not
sustain the anticipation rejection of claim1 and ot her
clains, 2, 4, 5 and 7 to 9 over Wjeyesekera as they al

contain the sane or corresponding |limtationsas as claim1.

Rej ections under 35 U S.C. § 103

The Exam ner has lastly rejected clains 1, 2, 4, 5 and 7
to 9 as bei ng obvious over W jeyesekera.

Bef ore di scussing the specific rejections, we outline the
criteria for a rejection under 35 U.S.C. § 103. As a general
proposition in an appeal involving a rejection under 35 U S. C

8 103, an Examiner is under a burden to nmke out a prima facie

case of obviousness. |If that burden is net, the burden of
going forward then shifts to the applicant to overcone the

prima facie case with argunment and/or evidence. Qbviousness

is then determ ned on the basis of the evidence as a whol e and

the rel ati ve persuasiveness of the argunents. See In re
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Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Grr

1992); In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686

(Fed. Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223

USPQ 785, 788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d

1048, 1052, 189 USPQ 143, 147 (CCPA 1976).

W take claim1 as illustrative. W have reviewed the
Exami ner’s position [ Answer, pages 5to 6 and 7 to 9] and the
Appel l ants’ position [Brief, pages 8 to 9] and the
Decl ar ati on.

We do not agree with the Exam ner’s statenent that the
“[dleterm nation of the specific ingredient anobunts woul d have
been well within the real mof routine experinentation ..

These paraneters woul d have obvi ously been selected to
optim ze the process conditions and/or the properties of the
final product” [Answer, page 6]. In our view, the Exam ner is
indulging in recreating the Appellants’ clainmed invention by
enpl oying the Appellants’ invention as a blue print. There is

no basis, scientific logic or other evidence, for this

10
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assertion. Wthout such evidence, the obviousness rejection
of claim1l over Wjeyesekera is not sustained. For the sane
rational e, the obviousness rejection of clains 2, 4, 5 and 7
to 9 over Wjeyesekera is also not sustained as they al

contain the sane, or corresponding, limtations.

In conclusion, we reverse the Examiner’s final rejection
of claims 1, 2, 4, 5 and 7 to 9 under 35 U. S.C. §8 112, second
par agraph as well as under 35 U S.C. 8 102 and under 35 U. S.C

§ 103.

REVERSED

JERRY SM TH )
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Adm ni strative Patent Judge

BOARD OF PATENT
M CHAEL R FLEM NG

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge

N N N N N N N N N N N

PSL: pgg

Fol ey & Lardner

One IBM Pl aza, Suite 3300
330 North Wabash Avenue
Chi cago, IL 60611

12



